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DETAILED ACTION 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 13 and 16 provide for the use of a soymilk protein but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 13 and 16 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

MISCELLANEOUS 
Claim 10 needs a V at the end. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wong et al. (2001/0018197 A1). 

Wong et al. disclose a method of purifying soy protein by removing ribonucleic 
acids, phytic acid and phytates from protein material for use in infant formulas (abstract 
and col. 1, para. (0002, 0019). The reference discloses an amount of 0.43 and 0.18% 
of phytic acid in a soy isolate composition (page 5, 0048), which is within the claimed 
range. The reference discloses that the soy mixture is hydrolyzed to reduce the 
viscosity of the mixture (page 4, 0035). Claims 1-6 differ from the reference in the 
particular degree of hydrolysis of the soy protein. Lonnerdal discloses that it is known to 
reduce phytate and to partially hydroiyze the protein in soy formula (title, page 490, and 
col. 1). The protein can be hydrolyzed to 6.3%, which is within the claimed range. 
Therefore, it would have been obvious to use degree of hydrolysis of soy protein as 
disclosed by Lonnerdal in the composition of Wong et al. since Lonnerdal is also making 
a soy formula for infants. 

The composition has been shown above as in claim 7. As the composition is for 
infants, as in Lonnerdal, and Wong et al. also disclose that the composition of that 
reference is for infants, then it would have been obvious to give the composition of the 
combined references to an infant (0003 of '197 to Wong et al.). The further limitations 
as to the composition of claims 8-1 2 have been disclosed above and are obvious for 
those reasons. 
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Claim 1 3 is to the use of the composition. However as the composition is known 
and its function, it would have been obvious to use it as a medicament, a 
pharmaceutical as in claim 14 or to feed it to infants as in claim 15. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-15 are rejected under 35 U.S.C. 102b as being anticipated by 
Lonnerdal et al. (Am. J. of Clin. Nutri. Cited by applicants). 

Lonnerdal et al disclose a soy formula for infants in which the phytate has been 
removed (page 490, col. 1 . ) and the soy protein hydrolyzed. The soy can have 60 
mg/L as in claim 1 . The degree of hydrolysis is 6.3% as in claims 1-6. 

As the composition is for infants, and the composition is known as in claims 1-6, 
the composition as shown above is for feeding infants particularly with milk protein 
allergy or lactose intolerance (col. 1 , first and last para. ), the method of feeding the 
composition is known as in claim 7. 

The limitations of claims 8-12 have been disclosed above in the composition. 

The composition can be used for children with intolerance to cow's milk because 
of lactose intolerance as in claim 13 or as a pharmaceutical as in claim 14 or for infants 
without milk intolerance as in claim 15. The intended use as in claim 14 is not given 
weight in a composition claim (col. 1, first and last para.). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helen F. Pratt whose telephone number is 571-272- 
1404. The examiner can normally be reached on Monday to Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Milton Cano, can be reached on 571-272-1398. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
Hp 4-7-06 




HELEN PRATT 
PRIMARY EXAMINER 



